REMARKS 



Amendments to Claims 



Claims 5-49 and 54 have been canceled. These claims will be included in separately filed divisional 



applications. 

Claim 50 has been amended to depend from claim 1 . For reasons discussed herein, Applicants 
request that claim 50 and claims 51-53, which depend from claim 50, be rejoined in the present application. 

Claims 55-78 are new claims added to more particularly describe additional embodiments of the 
invention. Support for claim 55 can be found at page 9. line 5, of the specification. Support for claim 56 can 
' be found at page 37, line 25. Support for claim 57 and 58 can be found at page 40, lines 12-16. Support for 
claim 59 can be found at page 42, line 12. Support for claim 60 can be found at page 9, lines 13-14. Support 
for claim 61 can be found at page 22, line 9. Support for claim 62 can be found at page 10, line 23. Support 
for claim 63 can be found at page 12, line 25. Support for claim 64 can be found at page 10, lines 23-24. 
Support for claim 65 can be found at page 10. line 32. Support for claim 66 can be found at page 41 , line 10. 
Support for claim 67 can be found at page 42, line 6. Support for claim 68 can be found at page 45, line 22. 
Support for claims 69 and 70 can be found at page 12, lines 19-21 . Support for claims 71 and 72 can be 
found at page 1 5, line 1 -2. Support for claim 73 can be found at page 1 4, line 3. Support for claim 74 can be 
found at page 14, line 13. Support for claim 75 can be found at page 37, line 3. Support for claim 76 can be 
found at page 14, line 10. Support for claim 77 can be found at page 13. line 4. Support for claim 78 can be 
found at page 44, line 18. 



2. The Examiner rejected claims 1-4 under 35 U.S.C. 103(a) as being unpatentable over Hozumi et 
al. (U.S. Patent No. 4,544.512). In making this rejection the Examiner asserted that "Hozumi et al, teach 
ether primary alcohol compound, that are analogous to the compounds of the formula depicted in claim 1 



Claims 1-4 of the present application relate to a branched alcohol composition comprising a 
branched ether primary alcohol represented by the formula: 



35U.S.a§103 



n 
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wherein Ri represents hydrogen or a hydrocarbyl radical having from 1 to 3 carbon atoms, R2 represents 
a hydrocarbyl radical having from 1 to 7 carbon atoms, x is a number ranging from 0 to 16, wherein the 
total number of carbon atoms in the alcohol ranges from 9 to 24. 

The focus of Hozumi et al. is upon compounds of the general formula (I): 



wherein is tridecyl or tetradecyl, R^ is hydrogen or -OCH3, and R^, R^ and R® independently represent 
hydrogen or C1.3 alkyi, or 



represents cyclic ammonio, or satisfies some other structural description listed in Hozumi et al. (See 
Hozumi et al.. col. 1 , lines 10-50.) According to Hozumi et al., these compounds have value as medicines 
and antimycotic agents (col. 1, lines 7-13). 

In rejecting claims 1-4 over Hozumi et al., the Examiner cited Example 1 in column 13 and 
Example 5 in column 15 of Hozumi et al. These examples appear to deal generally with the synthesis of 
3-tetradecyloxypropanol and 3-tridecyloxypropanol, which are intermediates in the synthesis of 
compositions having formula (I) of Hozumi et al. Such intermediates are represented generally as 
compound (VI) in the chemical equation for the synthesis of further intermediates for making compounds 
of formula (I) of Hozumi et al., shown in column 4, lines 10-20. As the basis for the rejection of claims 1- 
4, the Examiner asserted: 



One of the difference between the claimed compounds and that of the 
reference herein lie in the selection of substituents of the chain i.e., R2 is 
methyl in the instant claimed compounds while Hozumi et al compound 
is hydrogen (See US *512, column 13, Example 1 and column 15, 
Example 5). The claimed compounds are so closely related structurally 
to the compounds of the reference as to be structurally obvious, in the 
absence of any unobviousness or unexpected properties. 



CH2O — R 



CHR^ 



(1) 
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(See Office Action dated May 19, 2003.) In addition, the Examiner asserted that "[i]t is well established 
that the substitution for hydrogen on a known compound is not patentable modification absent 
unexpected or unobvious results." In support of this assertion, the Examiner cited In re Wood, 199 
U.S.P.Q. 137 (C.C.P.A. 1978) and In re Lohr, 137 U.S.P.Q. 548, 549 {C.C.P.A. 1963). 

The Examiner further asserted that "[t]he motivation to make claimed compound derives from the 
expectation that structurally similar compounds are generally expected to have similar properties." In 
support of this assertion, the Examiner cited In re Gyurik, 596 F.2d 1012, 201 USPQ 552 (CCPA 1979). 
Thus the Examiner has based the present rejections on assertions of structural similarity between the 
claimed compositions and the compounds of Hozumi et al. 

Applicants agree with the Examiner's suggestion that Hozumi et al. does not teach, as recited in 
claim 1, a branched ether primary alcohol wherein "Ra represents a hydrocarbyl radical having from 1 to 7 
carbon atoms" (for example, R2 may be methyl as indicated by the Examiner but is not limited to methyl). 
As recognized by the Examiner, to complete a prima facie case of obviousness, the Examiner must point 
to a suggestion or motivation in prior art to modify the prior art into the claimed invention. If the Examiner 
seeks to prove that a suggestion or motivation is to be found in similarity in chemical structure between a 
prior art composition and the claimed composition, the Examiner must also show that the prior art 
composition Is taught in the prior art to have utilities or properties that one of ordinary skill in the art would 
expect to also find in the claimed composition. These utilities or properties must be utilities or properties 
that one of ordinary skill in the art would be motivated to reproduce by modifying the prior art composition. 

The three cases (In re Wood . In re Lohr . and In re Gvurik) relied upon by the Examiner to support 
the Examiner's prima facie case of obviousness support implementation of this requirement for prior art 
teachings of utilities or properties when a prima facie case of obviousness is based upon similarity of 
chemical structures in prior art. In In re Wood . 199 U.S.P.Q. 137 (C.C.P.A. 1978), the appellants' claims 
were directed to a compound possessing antimicrobial activity. The appellants' claims had been rejected 
in the PTO over a prior art reference disclosing a compound, taught in the prior art reference as 
possessing antimicrobial activity, which differed from the claimed compound only in that the prior art 
compound was unsubstituted in one position where the claimed compound was di-substituted. W. The 
Court of Customs and Patent Appeals stated that "[i]n view of the close structural similarity between the 
claimed compounds and [the prior art compound], and the fact that the latter is disclosed as possessing 
antimicrobial activitv . we believe that one skilled in the art would have been, prima facie, motivated to 
make the claimed compounds in the expectation that thev. too, would possess antimicrobial actlvitv ." Id. 
(emphasis added) (citations omitted). The court affinmed the rejections, but in doing so the court did not 
rely on structural similarity alone. Properties or utilities were taught in the prior art in this case. 

In In re Lohr . 137 U.S.P.Q. 548 (C.C.P.A. 1963), the appellants claimed a compound having 
pesticidal properties. The appellants' claims had been rejected in the PTO over a prior art reference 
disclosing a compound, taught in the prior art reference as being useful as a pesticide, which differed 
from the claimed compound only in that the claimed compound was substituted with methyl groups at two 

TH 1 647 Amend v2-B.doc 7 



positions of the molecule where the prior art compound was unsubstituted. Id The Court of Customs 
and Patent Appeals stated that "[c]onsidering all of the evidence in the record: the close structural 
similarity, the similar method of making the compounds, the similar properties , the same use , and the 
inconclusive showing of the affidavit, we are constrained to agree with the Board of Appeals that the 
claimed compounds and compositions are obvious in view of the prior art." Id. (emphasis added). The 
court affirmed the rejections, but in doing so the court did not rely on structural similarity alone. Again, 
properties or utilities were taught in the prior art in this case. 

In In re Gvurik . 596 F.2d 1012, 201 USPQ 552 (CCPA 1979), the third case cited by the 
Examiner, the claimed invention was directed to a ^hio-" compound having "anthelmintic properties, i.e., 
broad spectrum activity against parasitic worms of warm-blooded animals." The prior art specifically 
named sulfinyl compounds corresponding to the claimed *1hio-" compounds and taught that the sulfinyl 
compounds had anthelmintic properties. Id In addition, the prior art contained a general disclosure that 
the prior art sulfinyl compounds could be prepared from the corresponding ^Ihio-" compounds. These 
combined prior art teachings fomied the basis of obviousness rejections in the PTO of claims to the Ihio-" 
compound invention. Id. On appeal, the Court of Customs and Patent Appeals stated: 

A fundamental principle applicable in assessing the obviousness of 
chemical compounds is that a compound and its properties are, in patent 
law, inseparable. The present record, however, is devoid of reference by 
the PTO to the expected properties of the claimed compounds. 

An element in determining obviousness of a new chemical 
compound is the motivation of one having ordinary skill in the art to make 
it. That motivation is not abstract, but practical, and is always related to 
the properties or uses one skilled in the art would expect the compound 
to have, if made. The present obviousness rejection cannot stand 
without som.e basis in the expected properties of the claimed 
compounds. 

In obviousness rejections based on close similarity in chemical 
structure, the necessary motivation to make a claimed compound, and 
thus the prima facie case of obviousness, rises from the expectation that 
compounds similar in structure will have similar properties. No common- 
properties presumption rises from the mere occurrence of a claimed 
compound at an intermediate point in a conventional reaction yielding a 
specifically named prior art compound. That an intermediate/end- 
product relationship exists between a claimed compound and a prior art 
compound does not alone create a common-properties presumption. 
Absent that presumption or other evidence of motivation, it cannot be 
said that it would have been obvious to stop the process for synthesizing 
the disclosed end product and isolate the claimed intermediate. 

Id. (citations and footnotes omitted). Thus in this case the prior art lacked teachings that would lead one 
of ordinary skill in the art to have expectations concerning the properties of intermediate *1hio-" 
compounds. Such expectations concerning properties of compounds are pertinent to prima facie 
obviousness because it is these expectations that might motivate one of ordinary skill in the art to 
examine and subsequently construct or redesign those compounds in an effort to reproduce those 
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corresponding properties. Furthermore, the court eliminated any presumption that an intermediate, 
merely because of its status as an intermediate, has properties in common with a corresponding end 
product whose properties are characterized in the prior art. Absent any indication in the prior art of what 
beneficial properties could be expected by a person of ordinary skill in the art if that person were to alter 
the prior art compound and thereby produce the claimed compound, that person of ordinary skill would 
not bother to alter the prior art compound to produce the claimed compound. In In re Gvurik , the court 
reversed the obviousness rejections of the claims. 

The Examiner's burden of identifying teachings of utilities or properties in prior art when relying on 
teachings of similarity of prior art chemical structures in obviousness rejections is evident in the MPEP. 
For example, see MPEP 2144.08 II.A.4(d) ("It is the properties and utilities that provide real world 

motivation for a person of ordinary skill to make species structurally similar to those in the prior art 

[C]lose structural similarity alone is not sufficient to create a prima facie case of obviousness when the 
reference compounds lack utility, and thus there is no motivation to make related compounds.") (citations 
omitted); see also MPEP 2144.09 ("A prima facie case of obviousness may be made when chemical 
compounds have very close structural similarities and similar utilities .") (emphasis added). More 
importantly. MPEP 2144.09 further elaborates: 



IF PRIOR ART COMPOUNDS HAVE NO UTILITY, OR UTILITY ONLY 
AS INTERMEDIATES, CLAIMED STRUCTURALLY SIMILAR 
COMPOUNDS MAY NOT BE PRIMA F4C/E OBVIOUS OVER THE 
PRIOR ART 

If the prior art does not teach any specific or significant utility for 
the disclosed compounds, then the prior art is not sufficient to render 
structurally similar claims prima facie obvious because there is no 
motivation for one of ordinary skill in the art to make the reference 
compounds, much less any structurally related compounds. In re 
Stemnisl<i, 444 F.2d 581, 170 USPQ 343 (CCPA 1971). 

Where structurally similar "prior art compounds 'cannot be 
regarded as useful' for the sole use disclosed [by the reference],... a 
person having ordinary skill in the art would lack the 'necessary impetus' 
to make the claimed compounds." . . . 

MPEP 2144.09 states further: 

Similarly, if the prior art merely discloses compounds as 
intermediates in the production of a final product, one of ordinary skill in 
the art would not have been motivated to stop the reference synthesis 
and investigate the intermediate compounds with an expectation of 
arriving at claimed compounds which have different uses . In re Lalu, 747 
F.2d 703, 223 USPQ 1257 (Fed. Cir. 1984). 

(emphasis added). In In re Lalu, 747 F.2d 703, 223 USPQ 1257 (Fed. Cir. 1984), cited in the above 
quote, the court stated that: 
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In determining whether a case of prima facie obviousness exists, it is 
necessary to ascertain whether the prior art teachings would appear to 
be sufficient to one of ordinary skill in the art to suggest making the 
claimed substitution or other modification. The prior art must provide one 
of ordinary skill in the art the motivation to make the proposed molecular 
modifications needed to arrive at the claimed compounds. 

Id (citations omitted). The court further recited the reasoning of another court in another case: 

How can there be obviousness of structure, or particularly of the subject 
matter as a whole, when no apparent purpose or result is to be achieved, 
no reason or motivation to be satisfied, upon modifying the reference 
compounds' structure? Where the prior art reference neither discloses 
nor suggests a utility for certain described compounds, why should it be 
said that a reference makes obvious to one of ordinary skill in the art an 
isomer, homolog or analog of related structure, when that mythical, but 
intensely practical, person knows of no "practical" reason to make the 
reference compounds, much less any structurally related compounds? 

Repeating the recognition of the In re Gvurik court that "there Is no common-properties presumption or 
evidence of motivation to make the intermediate from the mere fact that an intemnediate is in the chain of 
production of another compound," the court in In re Lalu elaborated: 

That there is no common-properties presumption accorded to an 
intemriediate and the end product of the reaction involving that 
intermediate necessarily means that there is no presumption that an 
intermediate's utility would be the same as that of the end product. Even 
if an unspecified "usefulness" or utility were all [prior case law] requires, 
such utility could not be imputed from the fact that the [prior art] final 
product is "useful". 

Id. The court in In re Lalu also provided that "[tjhe mere ability of a compound to act as an intermediate 
toward the production of other compounds does not alone constitute the sort of 'property' that the cases 
on obviousness of chemical compounds contemplated." 

Again, to complete a prima facie case of obviousness, the Examiner must point to a suggestion or 
motivation In prior art to modify the prior art into the claimed invention. If the Examiner seeks to prove 
that a suggestion or motivation is to be found in similarity in chemical structure between a prior art 
composition and the claimed composition, the Examiner must also show that the prior art composition is 
taught in the prior art to have utilities or properties that one of ordinary skill in the art would expect to also 
find in the claimed composition. The Examiner has not met this burden. 

The Examiner based the obviousness rejections of the present claims upon an assertion of 
structural similarity between compounds of Hozumi et al. and compositions of the present claims. The 
Examiner asserted no other basis for a prima facie case of obviousness. If it is assumed arguendo that 
such structural similarity may be shown, the Examiner still has not shown in Hozumi et al. that properties 
or utilities of the hypothetically similar compounds of Hozumi et al. are taught and that one of ordinary skill 
in the art would have been motivated to pursue similar properties or utilities by modifying the compounds 
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of Hozumi et al. into a presently claimed composition. The Examiner has alleged structural similarity 
alone as the basis for obviousness, and structural similarity, if present, is not enough alone to support a 
prima facie case. 

Applicants respectfully submit that Hozumi et al. provides no disclosure whatsoever concerning 
the properties or utilitv of the compounds referenced by the Examiner in Examples 1 and 5 in columns 13 
and 15 of Hozumi et al. In addition, Hozumi et al. provides no disclosure of the properties of compound 
(VI) in lines 1 0-20 of column 4 of Hozumi et al. 

All of these compounds referenced by the Examiner are disclosed in Hozumi et al. only as 
intermediates to be used in the production of a final desired pharmaceutical end product which is the 
focus of Hozumi et al. Therefore, a person of ordinary skill In the art would not, based on Hozumi et al., 
be motivated to make any of the compounds referenced by the Examiner in Hozumi et al., except as 
intemnediates in the process of making the desired pharmaceutical end product disclosed in Hozumi et al. 
One of ordinary skill in the art would not, based on Hozumi et al., be motivated to stop the process of 
making the pharmaceutical end products of Hozumi et al. to study the properties of these intemiediates, 
and more importantly one of ordinary skill in the art would not, absent any teaching regarding beneficial 
properties of these intermediates, be motivated to modifv these intermediates into the claimed 
compositions. 

Again, the mere ability of a compound to act as an intermediate in the production of an end 
product cannot by itself constitute the "property" required to support an obviousness rejection based upon 
structural similarity. The "properties" of an intermediate may not be presumed from the properties of the 
end product. In summary, there are no properties taught in Hozumi et al. that could possibly motivate one 
of ordinary skill in the art to modify these intermediates of Hozumi et al. 

Without any revelation in Hozumi et al. that the referenced compounds In Hozumi et al. have any 
desirable properties, alleged structural similarity in Hozumi et al. alone provides no suggestion to one of 
ordinary skill in the art to modify the compounds of Hozumi et al. into the claimed compositions. As the 
Examiner has not pointed to any other suggestion or motivation in Hozumi et al. to modify the compounds 
of Hozumi et al. into the claimed compositions, the Examiner has not met the requirements for a prima 
facie case of obviousness. 

3. In addition to the above. Applicants also respectfully submit that in the branched ether primary 
alcohols of claims 1-4, the limitation "R2 represents a hydrocarbyl radical having from 1 to 7 carbon 
atoms" will provide significant advantages over "linear" molecules such as referenced by the Examiner in 
Hozumi et al. For example. Applicants believe that as a result of this R2 limitation in claims 1-4, the 
solubilities exhibited at low temperatures by both anionic and nonionic surfactant derivatives of the 
claimed compositions will be better than the solubilities at low temperatures that would be expected of 
comparable derivatives of the "linear" molecules of Hozumi et al. Also, the resistance to precipitation 
exhibited by the sulfated derivatives of the claimed compositions in the presence of calcium salts (i.e., 
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hard water tolerance) should be better than the resistance to precipitation expected in the sulfated 
derivatives of "linear** molecules such as in Hozumi et al. 

As evidence of the effects of the presence of a group such as R2 in the claimed compositions, 
Applicants compare the Krafft temperature of a sulfate of 2-hydroxy tridecanol with the Krafft temperature 
of a sulfate of 1 -hydroxy tridecanol. Applicants also compare the Krafft temperature of a sulfate of 2- 
hydroxy pentadecanol with the Krafft temperature of a sulfate of 1 -hydroxy pentadecanol. 

The Krafft temperature refers to the temperature at which the solubility of an anionic surfactant 
undergoes a sharp, discontinuous increase with increasing temperature (see application text, page 2-3). 
The Krafft temperature is a useful indicator of detergency performance because at and above the Krafft 
temperature, surfactants begin to form micelles Instead of precipitates, and below the Krafft temperature 
point, surfactants are insoluble and form precipitates (see application text, page 3). A surfactant should 
desirably possess a low Krafft point, especially in light of current perfonnance requirements in cold water 
washing temperatures (see application text, page 4). 

2-hydroxy tridecanol and 1 -hydroxy tridecanol may be said to differ in that 2-hydroxy tridecanol 
has a methyl group at the carbon adjacent to the hydroxyl group while 1 -hydroxy tridecanol has no such 
methyl group (the hydroxyl group is at a terminal carbon atom). The Krafft temperature of a 1% solution 
of the sulfate of 2-hydroxy tridecanol is 21 ^'C, and the Krafft temperature of a ^% solution of the sulfate of 
1 -hydroxy tridecanol is 27 X. See Table 15, page 168, volume 7 of Anionic Surfactants, Part I (Marcel 
Dekker, Inc., ed. Warner M. LInfield, 1976), a photocopy of which is enclosed herewith. Thus the Krafft 
temperature of the sulfate of 2-hydroxy tridecanol is 6 °C lower than the Krafft temperature of the sulfate 
of 1 -hydroxy tridecanol. Applicants believe this difference to be due to the presence of the methyl group 
at the carbon adjacent to the hydroxyl group in 2-hydroxy tridecanol. 

Similarly, 2-hydroxy pentadecanol and 1 -hydroxy pentadecanol may be said to differ in that 2- 
hydroxy pentadecanol has a methyl group at the carbon adjacent to the hydroxyl group while 1 -hydroxy 
pentadecanol has no such methyl group (the hydroxyl group is at a terminal carbon atom). The Krafft 
temperature of a 1% solution of the sulfate of 2-hydroxy pentadecanol is 34°C, and the Krafft temperature 
of a 1 % solution of the sulfate of 1 -hydroxy pentadecanol is 40 °C. See Table 1 5, page 1 68, volume 7 of 
Anionic Surfactants, Part i (Marcel Dekker, Inc., ed. Warner M. Linfield, 1976) (photocopy enclosed 
herewith). Thus the Krafft temperature of the sulfate of 2-hydroxy pentadecanol is 6 ''C lower than the 
Krafft temperature of the sulfate of 1 -hydroxy pentadecanol. Again, Applicants believe this difference to 
be due to the presence of the methyl group at the carbon adjacent to the hydroxyl group in 2-hydroxy 
pentadecanol. 

Applicants believe that the Krafft temperature trends observed between the sulfates of the above- 
mentioned 2-hydroxy alkanols would also be observed in a comparison of the Krafft temperature of a 
derivative of the claimed compositions with the Krafft temperature of a comparable derivative of a linear 
molecule of Hozumi et al. Thus Applicants submit that the Krafft temperatures exhibited by derivatives of 
the claimed compositions wherein "R2 represents a hydrocarbyl radical having from 1 to 7 carbon atoms" 
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(analogous to 2-hydroxy tridecanol or 2-hydroxy pentadecanol having a methyl group at the carbon atom 
adjacent to the hydroxyl group) should be lower than the Krafft temperatures expected for comparable 
derivatives of the "linear" molecules of Hozumi et al. (analogous to 1 -hydroxy tridecanol or 1 -hydroxy 
pentadecanol having the hydroxyl group at a terminal carbon atom). Applicants believe that such analogy 
is appropriate, despite the presence in the claimed compositions of the "1 ,3-propanediol" moiety, which 
provides a primary hydroxyl group that can react much more readily into derivatives than the secondary 
hydroxyl groups of the 2-hydroxy-alkanols mentioned above. 

In addition, Applicants believe that the differences in the Krafft temperatures associated with the 
claimed compositions and the Krafft temperatures associated with the molecules of Hozumi et al. will 
increase with increasing number of carbon atoms in hydrocarbyl radical R2. This means that the low 
temperature solubilities associated with the claimed compositions should be increasingly improved over 
the low temperature solubilities associated with compounds referenced in Hozumi et al. with increasing 
numbers of carbon atoms in hydrocarbyl radical R2 in the claimed compositions. 

A further advantage of the claimed compositions resulting from the limitation "R2 represents a 
hydrocarbyl radical having from 1 to 7 carbon atoms" is that the claimed compositions and derivatives 
thereof should tend toward lower crystallinity than "linear^ compounds, such as referenced in Hozumi et 
al., and their derivatives. Linear molecules tend to crystallize more readily than molecules that are not 
linear. A tendency toward lower crystallinity should in turn translate into a lower melting point. The 
advantages of a lower melting point are evident in the following paragraph from the application text (page 
5): 

It would also be desirable to manufacture a surfactant which can 
be easily and economically stored and transported. Polyoxyethylene 
nonionic linear alcohol surfactants, especially those containing from 3 or 
more ethylene oxide units, are solid or waxy products at ambient 
conditions (25°C and 1 atm). Since these waxy or solid products cannot 
be pumped at ambient conditions, they must first be melted into the liquid 
phase and kept as a liquid during offloading and feeding into a reaction 
vessel or a blend tank. Further, the waxy and solid polyoxyethylene 
linear alcohols must be shipped and/or transported in drums, which take 
up more warehouse space than liquid storage tanks. It would be 
desirable to produce a polyoxyalkylene surfactant which is flowable and 
pumpable at ambient conditions, and yet more desirable to produce such 
an surfactant which is flowable and pumpable in cold climates where 
temperatures drop to 0°C. 

Applicants believe that the comparable compositions of the present claims and derivatives thereof will 
have lower melting points than the "linear" molecules of Hozumi et al. and comparable derivatives thereof. 

In summary, Applicants respectfully submit that the limitation "R2 represents a hydrocarbyl radical 
having from 1 to 7 carbon atoms" in the present claims is not a mere obvious structural modification. 
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4. Applicants respectfully request reconsideration and withdrawal of the rejections of claims 1-4 
under 35 U.S.C. 103(a) over Hozumi et al. 

New claims 55-59 depend from claim 1 . Therefore, for reasons analogous to the statements 
above, Applicants respectfully request that these claims also be passed to allowance. 

Rejoinder 

5. In the restriction requirement dated March 5, 2003, the Examiner required the election of one of 
several groups of claims which the Examiner had labeled as groups I through VI. Applicants elected group I 
(Claims 1-4), claims relating to a branched alcohol composition. Claims 50-53 constitute group V. a non- 
elected group relating to a process to produce a branched alcohol composition. 

Claim 50 has been amended to depend from claim 1 , while claims 51 -53 depend from claim 50. 
Therefore, claims 50-53 now incorporate all limitations of claim 1 . Because the rejection of claim 1 has been 
traversed and because claim 1 is now allowable, the conditions for rejoinder in accordance with MPEP 
821 .04 have been satisfied for claims 50-53. 

Applicants respectfully request that claims 50-53 be rejoined and passed to allowance. New claims 
60-68 depend from claim 50, and therefore Applicants respectfully request that these claims also be passed 
to allowance. 

Fees 

For the addition of 24 new claims, please charge $432.00 to Shell Oil Company, Deposit Account 
1 9-1 800. If any additional fees are required for acceptance of this filing, please charge the required fees to 
Shell Oil Company. Deposit Account 19-1800. 
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Each of the rejections having been traversed, allowance of the claims of the present application is 
respectfully requested. If the Examiner would like to discuss this case with Applicants' attorney, the Examiner 
is invited to contact Donald F. Haas at the phone number below. 



By: 



P. O. Box 2463 
Houston. TX 77252-2463 



Respectfully submitted, 
CHARLES kf E EDWARD? e>al. 




Their Attorney, Donald F. Haas 
Registration No. 26,177 
(713) 241-3356 
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tot tho bwtadocylBeriea were 
Jtodw^l serlea 193, xa?, jgi 

aam»,omHm salts of the la. 14 

t-iaa.B. J00.X07, a2.4-a3 o 

«»|M«iJ<to with four ojfyotlnrl ' 
« orgsnio flolveutfl flSDj. 

«»dod oylauliate which would 
-ooaoentmtion ourye wae dif! 
»edtqhydr0lya|a«i,d^ve7 

™fI ?;:/'"*°"'' soluUona of 
auw Within 84 lu- and It be> 

It 

aoluMe In water th«,£be 

were thus needed before 
•f»nBpwilienjee. Qxyaltarla- 
.iiwreaaod their wat?2-- 
rotated alcoholB obtained 

arel«ow»tobe«teoUentde- 
y their low BOlubUjty In JT 

«a«iaoohl before iui^on 
JWae ami co-wori^ers 1121? 
*P8 improved eOubiuL 

parent sodJumhaicadeQyl and 
de«ylaultote(a«ye««rSne, 
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ALCOHOL AND BTHBK ALCOHOL BULPATES jg^ 

00 JSSdlTalth^'^aSaZ'tJe^^^^ " r^^"^" ^^'^'^ 

a .eater aol„bm^ . ^'^\Zn^^^Sf:jZ:':.^^^^^^ 

ammonluni, calcium. maSafum anS^eSft?'*.^'''' P-t*'^^!""'. 

tempcratire fiaaj. BeaSe JfSSt!^/* 1°? «'>'«=«ntr«tlon at room 
ale coifld also lolorate a E ^o?.! * f hjrdrophUio nature thoae materi- 
tiona aeparate. uTte 8. 2% of eSS^^lrni "^"''^ "^'""^ 
clear and tooe-flowtatf; ' ^ «» solution 

2 4r 5,tl SfSTw^S^cldff^^^^^ ^ P^eae^cc 

1301 «6 wcU aa by the aidlti„ of ^"^"^ I^^Z, 

l"inta(a«tlQnflandtohanlwa*e»™S!.^:'^^ Unproved aolubllily tn 

Another wayTwlTSuS^STreTaS! ^ for«Xttona 
aloohd BuifatoB oodd be l»ton3 !f P«vpemae of the taUow 

PbaUo'Soohol^SSfl^ffi ^Zhl ? °1B five iBomerJo C,, aU- 
f^offect of rtructu«Ta:^SpS^"SS?» '"^ to* i%t«dy of 
pertbrmanoo of the aodlflffl BulfatefXf^'*^^^* ^^"^ "tton-waahl^ 
»>lxt«re of 76% ^-PVlm^^Si o^::^'^^ (PA ,) «S 

mined; the reanlts are aSowTln Tabll^l?^^''"'' ™»a deierT 

aarloa of «,lftted aleohoSwre I?i S ^^'J^" '^'^ both 
higher homologfl. TheTo^LTiere ''^if ^^"^^ ^ ttoir 
wfflWnff performance waa^attSfed at7o >»'e»>ert cotton- 

There wa. a algnlficardl^S^ J, i,r^».S^'l°' ^14 «>^«ffh o„. 
PA n esrlcB. TJia oicar polntofor th^^f?^"^ *ha PA I Sd the 
aua their carbon number awTif 'S'^'' oJoahoI aulfateav^ 

e«»^agE5%ofthe5SSSrer:,'^^^^^ 

SL'^'/**"*"- '*eKrafftpSlZ?5!r**'*««»"B«°than 
ereaaed Itoaarly for the evenlc^Sf u '^^^'^'^ alcohol Hvjfatea m 

Jarn«mceofthetwoaerin^Ci^T^V"^^ Thefoampet 
foaming aolld (HDntS) H^S'^^.f'^ ^ » hoavy-dutThV 

•Jrop^betwoen 0,^ and C^^^'Z'J^^^S^Z^^l ^ '^""^ 

wo flOTJoB Of aloGholfl which were 
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CHORES A^D BBIU}£R 



TABLE 13 

Effect at AIcoIiqI Carbon ttrnnher on Cotton Dotergonoy ot 
FA and PA SuUaeoe in Heavy Duly 
High Foaming fiolld Detergenta 



Alcohol 



carbon Datargoncy rating of pulfateg° 
number PA I PA n 



11 


G9 


6G 


12 


61 


6G 


la 


ge 


94 


14 


ua 


IIB 


16 


117 


117 


10 


Ue 


114 


17 


12J 


110 


IB 


114 


116 



S-Prlmacy fdaabalB. 
'^76% n-Frlmary aleohola -(- 2E% 2-alliyl isomore. 
OTerg-O-Tomater teet, leo ppm hardnesB, 0.04% ootlTe matter. 



LAa(Cj2_^)'=100. 



<wyathjrlate4 rod aOUtea to produco tlie primary elaoUol-polyoxyatliylene (3 
mnleB) Bvmiea were Btudled. In tbls oaae, maximum fbom performance wae 
reached betvireoa Cja and 0x4. A aompariBan at the two series ahowa (hat 
oMyethjrlatlera made the foam performnace leaa ddpendent on obain leasQi avat 
thfi range 0^2 ^Cl6< 

The amount of n-primarjr alcohol In blewla of 0,0-0,5 aleohola wltti 2- 
olkyl laomers did not influeaoe tba ootton detergency of atboiiylatep m% 
ethylene oxide) or the Item performance of aUyl etlumy suiatee; howeyor, a 
leaat 66% of llie n-primary alooboi waa required tor maximum dctetBenw 
perrormaneo of tbo alkyl auUatea. 

end " °* eroup from (he 

SJli^fnS^l J"'" t^-'^f^^ie «:«nter had a large ddeterioua effect or the 
perforraanoe of the aUcyl aulfates. Tbo ahlft of a methyl group exhibited a 
T^Z f^'^^,'^^ ^ are more proaouaoad for the alcohol' 
S;^w u ? P^'^^*^"* " -CHaOH group near the center Sf the C 
(Gurhet alcohol) also has an unfavoraUe effect on performance I132J. 
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AMENDMENTS TO CLAIMS 



1 . (Original) A branched alcohol composition comprising 



a branched ether primary alcohol represented by the formula: 




CH — O-CH2— CHj— CH2— OH 



' wherein Ri represents hydrogen or a hydrocarbyl radical having from 1 to 3 carbon atoms, R2 represents 
a hydrocarbyl radical having from 1 to 7 carbon atoms, x is a number ranging from 0 to 16, wherein the 
total number of carbon atoms in the alcohol ranges from 9 to 24. 

2. (Original) The branched alcohol composition of claim 1 wherein R2 is a hydrocarbyl radical having 1 
carbon atom. 

3. (Original) The branched alcohol composition of claim 2 wherein Ri is hydrogen. 

4. (Original) The branched alcohol composition of claim 1 wherein x is a number ranging from 3 to 13. 
Claims 5-49 (Canceled) 



50. (Withdrawn) A process to produce a the branched alcohol composition of claim 1 . the process 
comprising: 

contacting an olefin having an average carbon number in the range of 3 to 18 with 1,3-propane diol in the 
presence of a catalyst effective to react the olefin with the diol under conditions effective to produce the 
branched alcohol composition of claim 1 . 

51 . (Withdrawn) The process of claim 50 wherein the catalyst is an acid catalyst. 

52. (Withdrawn) The process of claim 51 wherein the average carbon number of the olefin is in the 
range of 6 to 18. 

53. (Withdrawn) The process of claim 51 wherein the diol and olefin is contacted at a temperature 
within the range of from 50 ''C to 250''C. 
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Claim 54 (Canceled) 

55. (New) The branched alcohol composition of claim 1 wherein the total number of carbon atoms in 
the alcohol ranges from 9 to 20. 

56. (New) The branched alcohol composition of claim 1 wherein the branched ether primary alcohol 
comprises 3-dodecyloxy-1 -propanoL 

57. (New) The branched alcohol composition of claim 56 wherein the 3-dodecyloxy-1 -propanol 
comprises a hydroxypropyl group attached at the 2-carbon position of a dodecyl moiety. 

58. (New) The branched alcohol composition of claim 56 wherein the 3-dodecyloxy-1 -propanol 
comprises a hydroxypropyl group attached at the 3-carbon position of a dodecyl moiety. 

59. (New) The branched alcohol composition of claim 1 wherein the branched ether primary alcohol 
comprises 3-hexadecyloxy-1 -propanol. 

60. (New) The process of claim 50 wherein the olefin has an average chain length of 12 to 16 
aliphatic carbons. 

61 . (New) The process of claim 53 wherein the diol and olefin are contacted at a temperature within 
the range of from 100 X to 200*'C. 

62. (New) The process of claim 50 wherein the olefin comprises an alpha olefin. 

63. (New) The process of claim 50 wherein the olefin comprises a linear alpha mono-olefin. 

64. (New) The process of claim 50 wherein the olefin comprises an internal olefin. 

65. (New) The process of claim 50 wherein the olefin comprises 1-dodecene. 

66. (New) The process of claim 50 wherein the olefin comprises 1-tetradecene. 

67. (New) The process of claim 50 wherein the olefin comprises 1-hexadecene. 

68. (New) The process of claim 50 wherein the olefin comprises CI 5/C1 6 internal olefins. 
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69. (New) The process of claim 50 wherein the olefin is obtained from ethylene oligomerization. 

70. (New) The process of claim 50 wherein the olefin is obtained from Fischer-Tropsch synthesis. 

71 . (New) The process of claim 51 wherein the catalyst comprises a homogeneous catalyst. 

72. (New) The process of claim 51 wherein the catalyst comprises a heterogeneous catalyst. 

73. (New) The process of claim 51 wherein the catalyst comprises an organic sulfonic acid. 

74. (New) The process of claim 51 wherein the catalyst comprises toluenesulfonic acid. 

75. (New) The process of claim 51 wherein the catalyst comprises p-toluene sulfonic acid. 

76. (New) The process of claim 51 wherein the catalyst comprises trif luoromethane sulfonic acid. 
^ 77. (New) The process of claim 51 wherein the catalyst comprises a zeolite. 

• 78. (New) The process of claim 50 wherein the catalyst comprises a molecular sieve. 
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